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has opposed the application of Biotest Laboratories, LLC

(a Colorado Iimted liability conmpany) to register on the
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Princi pal Register the mark GRON for “nutritional
suppl enents” in International Class 5.1

Opposer asserts as grounds for opposition that it
“is the owner of the trademark ‘ GROW COMPANY INC.’ in
special formfor, anong other things, ‘dietary food
suppl enments’ in International Cl ass 005" (paragraph 4);

t hat opposer spends substantial amunts of noney and
effort in promoting its goods, with the result that its
“*“ GROW COVPANY | NC.” mark has acquired a secondary
meaning in the mnds of the public in connection with
Opposer and the goods of Opposer” (paragraph 6); and that
applicant’s mark, when used on or in connection with its
goods, so resenbl es opposer’s “previously used mark,” as
to be likely to cause confusion, m stake, or deception
(paragraph 7).

In its answer applicant admts that it seeks to
register the mark GROWN; that it filed its application on
May 17, 2001; and that “its application states use of the
mark ‘GROW' as early as May 1, 1999.” Applicant
ot herwi se denies the salient allegations of the notice of

opposi tion.

1 Application Serial No. 76258650, filed May 17, 2001, based on
applicant’s clainmed dates of first use and first use in conmerce
of May 1, 1999 and July 6, 1999, respectively.
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The record consists of the pleadings; the file of
applicant’s application; opposer’s testinony, wth
exhi bits, of Dr. Massoud Arvanaghi, its vice president of
operations; applicant’s testinony, with exhibits, of Tim
Allyn Patterson, its Chief Executive Oficer; opposer’s
rebuttal testinmony, with exhibits, of Seynour Adler, a
sel f-enpl oyed private investigator; opposer’s first
notice of reliance on various itens, including under
Trademark Rule 2.122 its Registration No. 1786456 “nmade
of record as Exhibit B in the testinonial deposition of

Dr. Massoud Arvanaghi” for the mark shown bel ow

1

TOW

company,inc.

for “dietary food supplenments” in International Class 5;?2
applicant’s notice of reliance on opposer’s responses to
applicant’s first set of interrogatories, and photocopies
of six third-party registrations which include “GRON in
the mark; and opposer’s rebuttal notice of reliance on,

inter alia, four advertisenments placed in Food Product

Desi gn _magazi ne, and photocopi es of two pages fromthe

Manhatt an Tel ephone Directory.

2 Reg. No. 1786456, issued August 10, 1993, Section 8 affidavit
accepted, Section 15 affidavit acknow edged, renewed. The words
“Conpany, Inc.” are disclained.
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Both parties have filed briefs on the case. Neither
party requested an oral hearing.
Prelimnary Matters

First, the Board notes that opposer did not plead
ownership of its Registration No. 1786456 in its the
notice of opposition. However, it is clear that this
issue was tried with the inplied consent of applicant, as
appl i cant made no objection to Dr. Arvanaghi’s testinony
or exhibits insofar as the testinony addresses opposer’s

regi stered
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mark, or to the notice of reliance referring to the
registration as a testinony exhibit. Accordingly, we
hol d that the pleadings are consi dered anended under Fed.
R Civ. P. 15(b) to conformto the evidence,
specifically, to include opposer’s Registration No.
1786456.

Second, we note that a pleaded registration nay
properly be nmade of record in any one of several
different ways. See Trademark Rule 2.122(d). |In this
case, opposer submtted the registration through
identification and introduction (as Exhibit B) during the
trial testinony of its witness, Dr. Arvanaghi. He
testified that opposer is the owner thereof, but he did
not specifically testify as to the current status thereof
(i.e., that the registration is valid and subsisting).
However, applicant did not object to the introduction of
opposer’s registration into the record (conpare Dr.
Arvanaghi dep., p. 8; and applicant’s brief regarding its
obj ections to other evidence introduced by opposer, pp.
15-27), and did not question the status of the
registration. To the contrary, applicant treated
opposer’s registration as if it were of record. 1In these
circunstances, we find that the validity of opposer’s

pl eaded registration has been stipul ated, and said
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registration is of record herein. See Tiffany & Co. v.
Col unmbi a I ndustries, Inc., 455 F.2d 582, 173 USPQ 6 ( CCPA
(1977); and Floralife, Inc. v. Floraline International

I nc., 225 USPQ 683, footnote 6 (TTAB 1984). See al so,
TBMP 8704.03(b)(1)(A) (2d ed. June 2003).

Next, we will determ ne applicant’s objections to
opposer’s testinmony and ot her evidence. Applicant
contends that opposer relied upon certain evidence which
is either inadm ssible under the Federal Rules of
Evi dence or was inproperly withheld from applicant during
di scovery; and applicant requests that the material be
stricken fromthe record. The specific itens objected to
by applicant are |listed bel ow.

(1) Exhibit F and related testinony,

Exhi bit G and rel ated testinony,
and Exhibit H, all from opposer’s
deposition of Dr. Massoud
Arvanaghi ;

(2) items A 1. through A V. of
opposer’s rebuttal notice of
reliance; and

(3) nunerous portions of the
testi mony of Seynour Adler, as
well as Exhibits 2 and 11.

The Board will rule on the objections seriatim O
course, with regard to those objections which are
overrul ed, we note that allow ng evidence into the record

does not necessarily mean that the particular evidence is

determ native or even probative of any particular issue.
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The weight to be given all evidence and testinony of
record is determ ned by the Board.

Exhibit F to Dr. Arvanaghi’s deposition testinony
consi sts of eight of opposer’s invoices dated from 1992
t hrough 2000. Applicant objects on the basis that “they
contain hearsay and do not appear to be based upon
personal know edge of Dr. Arvanaghi” (as he did not
prepare or gather the docunents, and he did not testify
t he docunents are kept by opposer in the ordinary course
of business). (Brief, p. 21.) Although applicant did not
obj ect thereto at the testinony deposition, these
particul ar objections are not waived thereby. See
Trademark Rule 2.123(k) and Fed. R Civ. P. 32(d)(1)(A).
See al so, TBMP 8707.03(c) (2d ed. June 2003). However,
we agree with opposer that these invoices are docunents
kept in the course of a regularly conducted business
activity and are adm ssible as an exception to the
hearsay rul e under Fed. R Evid. 803(6). Applicant’s
obj ection to Exhibit F and the related testinony of Dr.
Arvanaghi is overrul ed.

Exhibit Gto Dr. Arvanaghi’s deposition testinony is
a letter dated July 26, 2002 from one of opposer’s
accountants to Dr. Arvanaghi, |isting opposer’s annual

sales figures from 1996 through 2001. Applicant objects
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on the basis that opposer is offering the letter for the
truth of the matter asserted therein (opposer’s asserted
annual sales figures), but this letter is hearsay, and is
not a business record kept in the course of regularly
conduct ed busi ness. Applicant also argues that the sales
figure given for 2001 does not match the sales figure

gi ven by opposer in its answer to applicant’s
interrogatory No. 4(d). Opposer argues that “total
exclusion is not warranted ...[ because] use by sales is
not in dispute” (reply brief, p. 4); and that the
document is a “report” by accountants “with know edge” of
a reqgularly conducted business activity, making it

adm ssi bl e under Fed. R Evid. 803(6). However, the
witness testified that this docunent was specially
prepared based on opposer’s attorney’s request; and the
witness did not testify that the annual sales figures
stated in the letter were accurate to his know edge.
Applicant’s objection to Exhibit Gis sustained, and
Exhibit Gwll not be further considered herein.

Al t hough the exhibit is stricken, Dr. Arvanaghi’s
testinmony relating to Exhibit Gwll not be stricken
because it includes his testinmony relating to opposer’s
conti nuous use both before 1996 and after 2001, which was

not questioned by applicant.
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Exhibit Hto Dr. Arvanaghi’s deposition testinony is
a netal “tanper proof security seal” bearing the term
“GROW which is affixed to the druns containi ng opposer’s
product. (See Arvanaghi dep., p. 23, and opposer’s
Exhibit E.) Applicant objects to this exhibit on the
basis that it was not produced during discovery. (See
applicant’s interrogatory No. 6 and docunent request No.
2 and opposer’s responses thereto, which are fully
di scussed later herein.) This metal tag would clearly be
included within these discovery requests, but it was not
produced by opposer, resulting in unfair surprise at
trial. Opposer’s assertion that it is adm ssible because
it is depicted in the photograph constituting opposer’s
Exhibit E in the Arvanaghi deposition, and because
appl i cant made no objection thereto, is not persuasive.
While the netal tag is technically visible on one drumin
t he photograph (Exhibit E), it is not discernable exactly
what it is and certainly no words are distinguishabl e.
We sustain applicant’s objection to opposer’s Exhibit H.

ltems A. 1. through A. 1V. of opposer’s rebuttal
notice of reliance are four advertisenments placed at

various tines in Food Product Design nagazi ne, and

opposer’s statement of relevance for each is that it is

to rebut applicant’s testinony that “there is no
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mar keti ng pronotion to the public of a contract
manuf acturer, e.g., Opposer.”

Applicant objects on the basis that this materi al
was included in applicant’s discovery requests but was
not produced by opposer. Applicant’s interrogatory No. 6
requests that opposer “identify all marketing and ot her
sal es or pronotional materials used by you, or which you
intend to use, that contain the Mark, including but not
limted to packaging and | abeling material s”; and
applicant’s docunent request No. 2 requests that opposer

produce “all docunents evidencing the use or intended use
of the Mark, including but not limted to, representative
mar keti ng materials, packaging materials, product
literature, brochures, stationery, pronotional docunments
or other printed materials.” QOpposer’s answers were
“Label of Exhibit B which contains the GROWV TRADEMARK”
and “Exhibit B of the GROW TRADEMARK, ” respectively.
Opposer’s Exhibit B attached to its responses to
applicant’s discovery requests is a photocopy of a | abel
marked with the words “FROM ” and “TO " as well as the
mar k GROW COMPANY INC. in the form shown in opposer’s

registration along with an address, and the wordi ng “For

manuf acturing or reprocessing use only.”

10
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Applicant’s interrogatory No. 6 and docunment request
No. 2 clearly asked for marketing and pronoti onal
materials, which would include the four advertisenments
opposer submtted in its rebuttal notice of reliance.
Opposer’s argunent that applicant’s remedy was to file a
notion to conpel is unpersuasive. Because opposer did
not indicate in its discovery answers that any other

materials were avail able, but were being w thheld by

opposer, applicant had no basis for filing a notion to
conpel. That is, the questions were “asked and
answered.” See Weiner King, Inc. v. The Winer King

Cor poration, 615 F.2d 512, 204 USPQ 820, 828 (CCPA 1980);
NASA v. Bully Hill, 3 USP@Q@d 1671, footnote 3 (TTAB
1987); ERA Corp. v. Electronic Realty Associates, Inc.,
211 USPQ 734, 737 (TTAB 1981); Autac Inc. v. Walco
Systens, Inc., 195 USPQ 11, footnote 2 (TTAB 1977); and
TBMP §527.01(e) (2d ed. June 2003).

Opposer al so argues that these advertisenents were
properly offered under Trademark Rule 2.122(e) as printed
publications available to the relevant public. This is
i kewi se unpersuasi ve because even if material is of the
type which could be nade of record under a notice of

reliance, that does not negate that it was not produced

11
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during di scovery when requested, resulting in unfair
surprise to the adverse party at trial

Applicant’s objection to items A |. through A IV.
in opposer’s rebuttal notice of reliance is sustained,
and they will not be further considered herein.

Iltem A. V. in that notice of reliance consists of
phot ocopi es of two pages fromthe Manhattan (NY)
t el ephone directory (one showing listings for “General
Nutrition Center” and the other showing listings for
various entries of “Vitam n Shop Inc,” “Vitam n Shoppe

I nc” etc.) offered to rebut applicant’s denial of

i kel'i hood of confusion from contenporaneous sales in
retail stores. Applicant objects thereto on the basis

t hat opposer’s statenent regarding the rel evancy does not
actually identify why these pages are rel evant and thus,

t hey should be stricken as irrelevant. Opposer correctly
asserts that these photocopi ed pages fromthe tel ephone
directory are adm ssible under Trademark Rule 2.122(e) as
printed publications available to the rel evant public.
The fact that opposer’s statenment of relevancy is not a
nodel of clarity does not render the materi al

i nadm ssible. Applicant’s objection to this material is

overrul ed.

12
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Applicant objected to nuch of the testinony of
opposer’s wi tness Seynour Adler (set forth by applicant
in chart formon pages 16-17 of its brief) and two
exhibits (Nos. 2 and 11) on the basis that those portions
of the testinmony and those two exhibits all refer to
statenents made by third parties and are inadm ssible as
hearsay. (For exanple, applicant objects to portions of
the testinony and evi dence because the witness refers to
t el ephone conversations with individuals such as Todd or
Ron or “other people” and statenments made by third
parties over the tel ephone.) Applicant contends that the
material is inproperly “being offered in evidence to
prove the truth of the nmatter asserted therein, i.e.,

t hat none of the trademarks contained in the [third-
party] Registrations are in use.” (Brief, p. 18.)
Opposer essentially argues that the testinony is

adm ssi bl e because the witness, Seynour Adler, is
qualified to testify as an expert under Fed. R Evid.
702.

There is nothing in the record to support opposer’s
conclusory statenment that a self-enployed private
investigator is an expert under Fed. R Evid. 702. In
fact, we find that a private investigator is not an

expert involving issues relating to the registrability

13
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and use of third-party trademarks. Nonethel ess, we
overrule applicant’s objection to this testinony and the
exhi bits because the testinmony and evi dence i s not
hearsay in that the witness was an actual party to the
vari ous conversations, and he nmay testify to what others
said to himas part of his testinony regardi ng whet her he
was able to confirmor refute use of the marks in the
third-party registrations. All of Seynmour Adler’s
testimony and the exhibits thereto were considered by the
Board in reaching the decision herein. O course, his
testimony regarding statenents nade to him by others does
not prove the truth of the matters stated by the other
peopl e.
The Parties

Opposer, Gow Conmpany, Inc., is a small conpany (17
enpl oyees) that manufactures food and nutritional
suppl enments. The goods are sold to opposer’s custoners
in bulk (i.e., in about 110 pound drums). Opposer sells
its products to nutritional supplenent houses who
repackage the goods in smaller packages and then sell the
product to retail stores under their own house mark.
Opposer also sells its food and nutritional supplenments
to (i) pharmaceutical houses which use the trace mnerals

in different formul ati ons of their own products; (ii)

14
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f ood conpani es which use opposer’s goods for
fortification, natural coloring and natural flavoring in
their own products; and (iii) the cosnetic industry which
uses themas raw material to manufacture their finished
cosnetic products.

Opposer clainms to have created and devel oped the
mar k GROW COMPANY INC. in early Decenber 1980 (opposer’s
answer to applicant’s interrogatory No. 2). Dr.
Arvanaghi, opposer’s vice president of operations,
testified that opposer has used the mark continuously
since at |east 1991 (Arvanaghi dep., pp. 11-12, 32).
During this tinme, opposer is not aware of any instances
of actual confusion. (Opposer’s answer to applicant’s
interrogatory No. 16.)

Applicant, Biotest Laboratories, LLC, is not a
manuf acturer, but is a “brand conpany” whose “basic
function is marketing.” (Patterson dep., p. 6.)
Appl i cant characterizes its business as follows
(Patterson dep., p. 14):

What we do here is the creative

el ement of sports nutrition. ...A mnor
part of what our business is is the
GROW brand where it would be protein
powders. Because of that, the way we
run our operation is highly weighted
on the R& D side. So we will create
i ndi vi dual ingredients, none of which

is in GROWN but that’'s typically what
we do is we put formnulas together and

15
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test those formulas and then alter

t hem based upon our findings and
retest themuntil we find that we get
an -- we can acconplish exactly what
our objectives are on the product.
Then we go to a contract manufacturer
and give themvery tight
specifications for what we want made
for us. Sometinmes we do provide

i ndi vi dual ingredients.

Appl i cant does not provide retailers with the
identity of its contract manufacturers. (Patterson dep.,
pp. 14-15.)

Applicant began using its GRON mark for nutritional
suppl ements in May 1999 and its use has been continuous
since then. The goods are sold in two or three pound
bottles or containers. Applicant sells this product
directly to consuners, to retail stores (such as GNC and
Vitam n Shoppe), and to distributors who sell to retai
stores. It pursues sales through a sales force, via
“advertisenments in a few of the magazi nes” (Patterson
dep., p. 8), and through its web site.

Applicant is not aware of any instances of actual
confusion between its mark and that of opposer
(Patterson dep., p. 10.)

Priority
In view of opposer’s ownership of a valid and

subsisting registration for its GROW COMPANY I NC. and

design mark, the issue of priority does not arise in this

16
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opposition proceeding. See King Candy Co. v. Eunice
King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108, 110
(CCPA 1974); Massey Junior College, Inc. v. Fashion
I nstitute of Technol ogy, 492 F.2d 1399, 181 USPQ 272, at
footnote 6 (CCPA 1972); and Carl Karcher Enterprises,
Inc. v. Stars Restaurants Corp., 35 USPQ2d 1125 (TTAB
1995). Moreover, the record establishes opposer’s use of
its mark prior to applicant’s first use in May 1999.
Li kel i hood of Confusion

We turn now to consideration of the issue of
I'i keli hood of confusion. Qur determ nation of I|ikelihood
of confusion is based on an analysis of all of the facts
in evidence that are relevant to the factors bearing on
the issue of |ikelihood of confusion. 1Inre E. 1. du
Pont de Nenours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA
1973). See also, In re Majestic Distilling Conpany,
Inc., 315 F.3d 1311, 65 USPQ2d 1201 (Fed. Cir. 2003). 1In
any |ikelihood of confusion analysis, two key
considerations are the simlarities of the marks and the
simlarities of the goods and/or services. See Federated
Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192
USPQ 24, 29 (CCPA 1976) (“The fundanmental inquiry
mandat ed by 82(d) goes to the cumul ative effect of

differences in the essential characteristics of the goods

17
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[ and services] and differences in the marks.”). See
also, Inre Dixie Restaurants Inc., 105 F.3d 1405, 41
USPQ2d 1531 (Fed. Cir. 1997).

We point out that the Board is an adm nistrative
tribunal that determi nes only the right to register
mar ks. See Section 17 of the Trademark Act, 15 U. S.C
81067. See also, TBMP 8102.01 (2d ed. June 2003). As
the Court of Appeals for the Federal Circuit stated in
the case of Octocom Systens Inc. v. Houston Conupters
Services Inc., 918 F.2d 937, 16 USPQd 1783, 1787 (Fed.
Cir. 1990):

The issue in an opposition is the

ri ght of an applicant to register the
mar k depicted in the application for
t he goods identified therein. The
authority is legion that the question
of the registrability of an
applicant’s mark nust be deci ded on
the basis of the identification of
goods set forth in the application
regardl ess of what the record may
reveal as to the particular nature of
applicant’s goods, the particul ar
channel s of trade or the class of
purchasers to which sales of the goods
are directed.

Based on the record before us, we find that
confusion is |ikely.

Turning first to a consideration of the parties’

respective goods, in Board proceedi ngs, as expl ai ned

above, the issue of likelihood of confusion nust be

18
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determined in |ight of the goods as identified in the
i nvol ved application and registration and, in the absence
of any specific limtations therein, on the presunption
that all normal and usual channels of trade and met hods
of distribution are or may be utilized for such goods.
See Octocom Systenms Inc. v. Houston Conputers Services
Inc., supra,; Canadian |Inperial Bank of Conmerce, N. A
v. Wells Fargo Bank, 811 F.2d 490, 1 USPQ2d 1813, 1815
(Fed. Cir. 1987); and CBS Inc. v. Mrrow, 708 F.2d 1579,
218 USPQ 198 (Fed. Cir. 1983).

The goods involved herein are opposer’s “dietary
food suppl ements” and applicant’s “nutritional
suppl enments.” As identified, we find that these goods
are substantially identical, and applicant has not
seriously contended to the contrary. Qur prinmary
reviewi ng Court has stated that “when marks woul d appear
on virtually identical goods or services, the degree of
simlarity [of the marks] necessary to support a
conclusion of likely confusion declines.” See Century 21
Real Estate Corp. v. Century Life of America, 970 F.2d
874, 23 USPQ2d 1698, 1700 (Fed. Cir. 1992).

| nasmuch as neither applicant’s application nor
opposer’s registration includes any type of restriction

as to trade channels or purchasers, we nust presune in

19
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this adm nistrative proceeding that the involved goods
are sold in all normal channels of trade to all usual

cl asses of purchasers for such goods. See Octocom
Systems Inc. v. Houston Conputers Services Inc., supra;
and Canadi an | nperial Bank of Comrerce, N. A v. WllIs
Fargo Bank, supra. Thus, even if opposer only sells its
product as an ingredient for pharnaceuticals, foods, and
cosnetics and/or in bulk to nutritional supplenent houses
for re-packagi ng, and applicant sells its product
directly to consuners and to retail stores, there are no
such limtations in either applicant’s or opposer’s
identifications of goods. W find that the channels of
trade and the classes of purchasers for the parties’
goods, as identified, nust be construed as enconpassing
all normal trade channels and cl asses of consunmers, for
pur poses of determ ning whether there is a likelihood of
conf usi on.

Turning next to a consideration of the
simlarities/dissimlarities of the marks, it is well
settled that marks nust be considered in their entireties
because the comrercial inmpression of a mark on an
ordi nary consuner is created by the mark as a whol e, not
by its conponent parts. This principle is based on the

common sense observation that the overall inpression is

20
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created by the purchaser’s cursory reaction to a mark in
t he mar ket pl ace, not froma neticul ous conparison of it
to others to assess possible |l egal differences or

simlarities. See 3 J. Thomas MCarthy, MCarthy on

Trademarks and Unfair Conpetition, 823:41 (4th ed. 2001).

See al so, Puma- Sportschuhfabri ken Rudol f Dassler KG v.
Rol | er Der by Skate Corporation, 206 USPQ 255 (TTAB 1980).
That is, the proper test in determning |likelihood of
confusi on does not involve a side-by-side conparison of

t he marks, but rather nust be based on the simlarity of
t he general overall comrercial inmpressions engendered by
t he invol ved nmarks.

Qur primary review ng Court has held that in
articulating reasons for reaching a conclusion on the
guestion of |ikelihood of confusion, there is nothing
i mproper in stating that, for rational reasons, nore or
| ess wei ght has been given to a particular feature or
portion of a mark. That is, one feature of a mark may
have nore significance than another. See Cunni ngham v.
Laser Golf Corp., 222 F.3d 943, 55 USPQR2d 1842 (Fed. Cir.
2000); Sweats Fashions Inc. v. Pannill Knitting Co., 833
F.2d 1560, 4 USPQ2d 1793, 1798 (Fed. Cir. 1987); and In
re National Data Corporation, 753 F.2d 1056, 224 USPQ

749, 752 (Fed. Cir. 1985).

21
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In this case, both applicant’s and opposer’s marks
share the dom nant term GROW Applicant has added a
punctuation mark (“!”) to the word “GROW” and opposer’s
mar k i ncludes the visually smaller and disclai med words
“COVPANY INC.,” along with a design feature in the nature
of a line encircling the words except where the |ine
woul d intersect with the large letter “G" in the upper
| eft hand corner. However, these differences do not
serve to distinguish the marks. The only word in
applicant’s mark is GROW and the dom nant word and
feature of opposer’s mark is GROWN Moreover, in regard
to opposer’s mark, the word “GROW is the first and
| arger termwhich is nost likely to be inpressed upon the
m nd of a purchaser and be renenbered by the purchaser.
See Presto Products Inc. v. Nice-Pak Products Inc., 9
UsP@2d 1895, 1897 (TTAB 1988).

The connotation created by both marks, GRON and
GROW COMPANY | NC. and design, could be simlar in that
the word “GROW connotes fl ourishing or devel opi ng,
presumably from using the invol ved goods.

Al t hough the parties’ marks are not identical, when
considered in their entireties, we find the respective
mar ks are simlar in sound, appearance, connotation and

commercial inpression. See In re Azteca Restaurant

22
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Enterprises Inc., 50 USPQ2d 1209 (TTAB 1999). Their
differences, even if recognized, may be attri buted by
consunmers to one source of goods having variations on a
theme, with one mark being seen as a conpl ete conpany
name, and the other being an enphatic shortening of the
conpany nane. Their contenporaneous use, on and in
connection with these substantially identical goods,
woul d be likely to cause confusion as to the source or
sponsorshi p of such goods. See Cunni ngham v. Laser Golf
Corp., supra.

Applicant argues that there are third-party
regi strations of marks which include the word GROW and
which are for the sane or related goods as those invol ved
herein. As evidence thereof, applicant submtted its
notice of reliance on six third-party registrations,
stating they were relevant “to show that consuners of
nutritional supplenents are able to distinguish between
the various supplenments utilizing the word ‘grow in
their marks.” Specifically, the six third-party
regi stered marks are MASSGROW BODY GROW Z- GROW POVER
GROW GROWORM and FLORA GROW all with different
owners.

It is well settled with regard to the weight to be

given to third-party registrations, that these

23
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registrations are not evidence of use of the nmarks shown
therein in the marketplace or that the public is famliar
with them Thus, we cannot assune that the public has
beconme able to distinguish between them See O de Tyne
Foods Inc. v. Roundy’s Inc., 961 F.2d 200, 22 USPQd
1542, 1545 (Fed. Cir. 1992); and Helene Curtis Industries
I nc. v. Suave Shoe Corp., 13 USPQ2d 1618 (TTAB 1989).

Mor eover, there are only a m nimal nunber of third-party
registrations. 1In fact, one of the six third-party
registrations (FLORA GROW is for unrel ated goods--
“bacterial supplenments for the human intestinal tract.”
Overall, the third-party registrations are of limted
probative value to support applicant’s position. See
Carl Karcher Enterprises Inc. v. Stars Restaurants Corp.
35 USP@2d 1125 (TTAB 1995).

To whatever extent applicant is asserting that this
evidence relates to the du Pont factor of the nunmber and
nature of simlar marks in use, as stated above, third-
party registrations do not establish use. W are aware
t hat opposer’s rebuttal w tness, Seynmour Adler, testified
t hat he spoke with a person at Great Earth Conpani es,

I nc. who stated they use their mark Z-GROWfor a vitanm n
particularly for body building (the registration covers

“dietary and nutritional supplenments”); and that it is
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sold through 2000 Great Earth Stores. There was no
testinmony as to the specific title held by, the authority
of, or the know edge (particularly with regard to use of
the mark Z-GROW of the person at Great Earth to whom the
wi t ness spoke. Thus, we find that the testinony of M.
Adl er is not sufficient to establish use of the mark Z-
GROW Even if we found that it established one third-
party use of a “GROW mark, it is not, by itself,
sufficient evidence to establish that opposer’s mark is
weak. In any event, the comrercial real world does not
have to be a conpletely clean slate in order for a
trademark owner to prevail in a proceeding regarding
registrability.?

Al t hough opposer argues that its mark is strong, it
is clearly not proven in this record. (W note that even
if we had considered opposer’s Exhibit G to the Arvanaghi
deposition -- opposer’s accountant’s letter to opposer
setting out six years of sales figures -- it would not

alter our holding on this factor.)

3 In an anal ogous situation, but relating to a “fam|ly” of

mar ks, the Court of Custonms and Patent Appeals stated | ong ago
that “[al]s a matter of logic it would seemto us that if opposer
has a famly of six marks all starting with the non-descriptive

word ‘ Golden,’” it still has that fam |y notw t hstandi ng there
may be sonme others using the same word to sonme undi scl osed
extent.” Modtorola, Inc. v. Giffiths Electronics, Inc., 317

F.2d 397, 137 USPQ 551, 553 (CCPA 1963).
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The absence of any instances of actual confusion by
consuners relating to opposer’s mark and applicant’s mark
used on the involved goods is not a meaningful factor to
our decision. The absence of confusion is not surprising
given the relatively short duration of use by applicant
of its mark, and/or that the current channels of trade
are largely different. This factor is of little weight
in view of the manner in which we nust analyze the issue
of likelihood of confusion (i.e., the identifications of
goods in the registration and application, which |ack any
restriction as to channels of trade or purchasers of the
goods in this case). Moireover, the test is not actual
confusion, but |ikelihood of confusion. See Gllette
Canada Inc. v. Ranir Corp., 23 USPQ2d 1768, 1774 (TTAB
1992) .

On bal ance, and considering all of the evidence on
the relevant du Pont factors, and giving each such factor
its appropriate weight in the circunstances of this case,
we find that confusion is |ikely between applicant’s nmark
GROW and opposer’s mark GROW COVPANY | NC. and design
when used on these substantially identical goods. See
generally, Kangol Ltd. v. KangaROOS U.S. A Inc., 974 F.2d
161, 23 USPQ2d 1945 (Fed. Cir. 1992); Ml es Laboratories

Inc. v. Naturally Vitam n Supplenments Inc., 1 USPQ2d 1445
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(TTAB 1986, anended 1987); Chem cal New York Corp. v.
Conmar Form Systens, Inc., 1 USPQ2d 1139 (TTAB 1986); In
re Logue, 188 USPQ 695 (TTAB 1975); and In re Honeyconb,
Inc., 162 USPQ 110 (TTAB 1969).

Whil e we have no doubt in this case, if there were
any doubt on the question of I|ikelihood of confusion, it
must be resol ved agai nst the newconer as the newconer has
t he opportunity of avoi ding confusion, and is obligated
to do so. See TBC Corp. v. Holsa Inc., 126 F.3d 1470, 44
UsP@2d 1315 (Fed. Cir. 1997); and In re Hyper Shoppes
(Ghio) Inc., 837 F.2d 840, 6 USPQR2d 1025 (Fed. Cir.

1988).
Deci sion: The opposition is sustained and

registration to applicant is refused.
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